United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


09/822,228 


04/02/2001 


Hirofumi Nakayasu 


010273 


6723 



38834 7590 06/10/2005 

WESTERMAN, HATTORI, DANIELS & ADRIAN, LLP 
1250 CONNECTICUT AVENUE, NW 
SUITE 700 

WASHINGTON, DC 20036 



EXAMINER 



DIVINE, LUCAS 



ART UNIT 



PAPER NUMBER 



2624 

DATE MAILED: 06/10/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summsrv 

III w nvii Vll WMIIIIIIUI y 


Application No. 

09/822,228 


Applicant(s) 

NAKAYASU ET AL 


Examiner 

Lucas Divine 


Art Unit 

2624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 22 February 2005 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) - is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-7.9-16 and 18-20 is/are rejected. 

7) KI Claim(s) 8 and 17 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing (s) filed on 22 February 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050602 



'A 



Application/Control Number: 09/822,228 Page 2 

Art Unit: 2624 

DETAILED ACTION 

Response to Amendment 

1. Claims 1 - 20 are pending, claims 1 and 10 are amended, claims 19 and 20 are new. 

2. Drawing and Specification objections are withdrawn due to adequate amendments. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 - 7 and 10-16 have been considered but 
are moot in view of the new ground(s) of rejection. 

4. Applicant's arguments, with respect to Kawai et al. (US 6404994) on page 15 for claims 

8 and 17 have been fully considered and are persuasive. The 35 U.S.C. § 103(a) rejection of 
claims 8 and 17 has been withdrawn. 

5. Applicant's arguments, with respect to Maruta et al. (US 65 161 57) on page 16 for claims 

9 and 18 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in view 
of applicants clarification. Applicant clarifies on page 16 of arguments that the sending a 
printing fee to a user in accordance with printing results specifically means sending a fee after 
the job has been completed (thus in accordance with the results). Thus, Hanzawa is now relied 
upon to teach the obvious feature of notifying a user of the printing fee after a print job has 
completed. 

Claim Rejections - 35 USC §103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1 - 4 and 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tanaka (US 6522971) in view of Britt et al. (US 6647267) hereafter as Tanaka and Britt. 

Regarding claim 10 . Tanaka teaches a printing agent service system (Fig 1), 
comprising: 

a database (Fig. 2 shows the databases located at the central service center that has 
information on the sites in the system, col. 3 lines 24-30) for storing printing agent printer 
sites (sites 3, Fig. 1); and 

a server (service center 2; col. 3 lines 2-6) for receiving a print request (col. 1 lines 26 
and 62, col. 3 lines 36-45, wherein printing is based on a user request, col. 4 lines 52-57 and 64, 
col. 6 line 47, wherein printed output is generated based on user print request) and location 
information from a client terminal (col. 4 lines 36-37 and 9-10), and retrieving, from said 
database (col. 4 lines 33-40), the printing agent printer site nearest to the location of said 
client terminal in accordance with said location information (Figs. 1 1 A and 1 IB show the 
closest requested services to a user after it has been determined based on the user location; col. 8 
lines 13-22), 

wherein said database further comprises at least one database of information on 
mobile communication device base stations (Fig. 3 shows the database having information 
about the access points nearest a site, col. 3 lines 35-36), addresses (Fig. 3, in order to generated 
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map data [col. 6 lines 33-37 and col. 3 line 48] the location of the user and the service station 
[col. 6 line 52 details the server knowing where the service station is] must be known, location 
data could be stored in service station information J7)i 

said location information from the client terminal comprises at least one kind of 
information selected from mobile communications device base stations, zip codes, 
addresses, and telephone numbers (col. 5 lines 40-42, wherein a user inputs a address for itself 
- col. 6 line 19 teaches a user being able to input a place of departure - col. 8 lines 63-64 teach 
the user being able to be set by the user as a starting point - col. 3 lines 60-63, col. 8 lines 3-5, 
col. 4 lines 8-9, col. 2 lines 6-7) , and 

said server sends said nearest printing agent printer site to said client terminal for 
display (Figs. 1 1 A and 1 IB, col. 8 lines 14-22), and thereafter, receives from said client 
terminal a specified printing agent printer site (col. 8 lines 31-32), and sends print 
information of said print request to a printer at said specified printing agent printer site 
(col, 4 lines 52-57, where a type of service that is used is printing and specifically line 52, where 
the data is sent from the server to the station - also col. 6 lines 48-52), 

While Tanaka teaches a database for storing locations of users and service stations and 
generating map data for guiding the user to the station, Tanaka does not specifically teach the 
database location information to be the addresses and corresponding longitudes and latitudes. 

Britt teaches a mobile communication system (Fig. 1) including a mobile device 12 and a 
server 24 including a database 22 that perform similar location functions as the system of Tanaka 
including identifying database information on road conditions for traveling as well as other travel 
information that is stored in both the database of Britt (col. 2 lines 32-34) and Tanaka (Fig. 3, J2, 
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Jl, J3). Britt further teaches the database to take user location information and use databases that 
correspond longitudes and latitudes to addresses to determine the locations of the user (col. 2 
lines 27-44). Thus Britt teaches using addresses that correspond to longitudes and latitudes as 
location information for locations in a server database in a mobile computing system. 

It would have been obvious to one of ordinary skill in the art that the location information 
for the sites and user in the database of Tanaka could have been addresses associated with 
addresses, longitudes and latitudes. The motivation for doing so would have been to find exact 
locations for the addresses with the longitude and latitude system of GPS. Maps like those of 
Tanaka generally use address information of streets and sites in order for a person to navigate. 
Thus, using address information would have also been obvious in order to provide the user with 
information on the destination that a user could understand (address information instead of the 
longitude/latitude coordinates). Further, Tanaka also teaches receiving the current location of the 

( 

user's mobile device (col. 7 lines 23-26), thus it would have also been obvious to use GPS for 
this to determine exact location of the user. 

Regarding claim 11 . which depends from claim 10, Tanaka teaches server sends map 
information showing said nearest printing agent printer site based on said location 
information (col. 7 lines 1-3, see more description in col. 6 as well). 

Regarding claim 12 . which depends from claim 10, Britt teaches server receives GPS 
information from said client terminal (col 2 line 30, Fig. 1). 

Regarding claim 13 . which depends from claim 10, Tanaka teaches server retrieves the 
current location of said client terminal based on said location information (col. 7 lines 24- 
25, wherein a current location is detected based on user location information, also col. 8 lines 3- 
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4), and thereafter, retrieves printing agent printer site nearest to said current location (col. 
8 lines 13-30). 

Regarding claim h the structural elements of apparatus claim 10 perform all of the steps 
of method claim 1. Therefore, method claim 1 is rejected for the same reasons stated in the 
rejection of apparatus claim 10. 

Regarding claim 2 . which depends from claim 1, the structural elements of apparatus 
claim 1 1 perform all of the method steps of method claim 2. Claim 2 is therefore rejected for the 
same reasons as claim 11. 

Regarding claim 3 , which depends from claim 1, the structural elements of apparatus 
claim 12 perform all of the method steps of method claim 3. Claim 3 is therefore rejected for the 
same reasons as claim 12. 

Regarding claim 4 . which depends from claim 1, the structural elements of apparatus 
claim 13 perform all of the method steps of method claim 4. Claim 4 is therefore rejected for the 
same reasons as claim 13. 

7. Claims 14 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
and Britt as applied to claims 10 and 1 above, and further in view of Minari (US 6809831). 

Regarding claim 14 , which depends from claim 10, while Tanaka teaches the outputting 
of a print job and letting the user know where the print job is outputted (col. 6 lines 50-53), the 
combination of Tanaka and Britt does not specifically teach sending the printing results to the 
client terminal. 
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Minari teaches sending printing results to a user (Fig. 8, wherein the print result is sent to 
the printer controller and from there to the user application at the host computer). 

It would have been obvious to one of ordinary skill in the art that letting a user know the 
results of their print job would have been beneficial to system where the user notified where the 
print job is being output. The motivation for doing so would have been to only have the user 
travel to the site to pick up the job when the job has been output correctly and when the job has 
not been output correctly, notifying the user so they do not travel and waste time to retrieve a job 
that hasn't been output correctly. 

Regarding claim 5 . which depends from claim 1, the structural elements of apparatus 
claim 14 perform all of the method steps of method claim 5. Claim 5 is therefore rejected for the 
same reasons as claim 14. 

8. Claims 15 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
and Britt as applied to claims 10 and 1 above, and further in view of Fritsch (US 6247130). 

Regarding claim 15 . which depends from claim 10, the combination of Tanaka and Britt 
teach logging into the server system (Fig. 6, col. 5 lines 10-17 of Tanaka) with user information 
(registration code and password for example; col. 55 line 57) as well as teaching having the user 
history of the user stored at the server in the database (col. 5 lines 18-25) including services used 
in the past (col. 5 line 24). 

The combination does not specifically teach that this history information including past 
used sites/services is sent to the client terminal. 
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Fritsch teaches sending past used sites/services to the client terminal for display (Fig. 2A 
&2B; col. 6 lines 49-61). 

It would have been obvious that the history stored in Tanaka would be useful to the user 
so they could see and access sites they have used before. The motivation for providing such 
history to the user would have been to allow the user to use services they have used before 
without having to remember how to locate them on the network and allows faster access if the 
user is in a hurry. 

Regarding claim 6 . which depends from claim 1, the structural elements of apparatus 
claim 15 perform all of the method steps of method claim 6. Claim 6 is therefore rejected for the 
same reasons as claim 15. 

9. Claims 16 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka, 
Britt, and Minari as applied to claims 10, 14, 5 and 1 above, and further in view of Kawai et al. 
(US 6404994) hereafter as Kawai. 

Regarding claim 16 , which depends from claim 14, while the combination of Tanaka, 
Britt and Minari teach fees in a printing service system (Tanaka Fig. 10, wherein the goods of the 
service station [in this example printing services]) and notifying the user of printing results 
(Minari Fig. 8), the combination does not specifically teach how the user pays for the printing 
services including that the server automatically debits a specified account for an agent 
printing fee. 
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Kawai teaches server (copier 18 includes printing server functionality as shown in Fig. 4) 
automatically debits a specified account for a printing fee (col. 5 lines 15-20, wherein 
charging device automatically debits a prepaid card, which is the user account information). 

It would have been obvious that the automatic payment system of Kawai could have been 
used to pay for the printing services specified in the combination. The motivation for doing so 
would have been to allow users quick and automatic debit of their accounts so they would not 
have to deal with a person (thus quicker) or pay in cash (thus easier). Further, Kawai teaches the 
charging system is typically at a store (col. 4 line 12) and the printing services rendered in the 
combination are taught as implementable in a store (see Tanaka Fig. 1 1 A, wherein the stores 
have specific prices for services). 

Regarding claim 7 , which depends from claim 5, the structural elements of apparatus 
claim 16 perform all of the method steps of method claim 7. Claim 7 is therefore rejected for the 
same reasons as claim 16. 

10. Claims 18 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
and Britt as applied to claims 10 and 1 above, and further in view of Hanzawa (US 5506661). 

Regarding claim 18 , which depends from claim 10, while the combination teaches fees in 
a printing service system (Tanaka Fig. 10, wherein the goods of the service station [in this 
example printing services]), the combination does not specifically teach sending the client the fee 
in accordance with the printing results. 



Application/Control Number: 09/822,228 Page 10 

Art Unit: 2624 

Hanzawa teaches that it is well known in the art to notify a user of the cost of printing 
once the printing has been completed (col. 1 lines 19-22, wherein the fee is calculated after 
printing, and col. 1 line 11, wherein it is displayed for a user). 

It would have been obvious to one of ordinary skill in the art that a printing fee for the 
print job could have been calculated and sent to the user in the combined system. The 
motivation for notifying a user of the cost of a printed print job would have been to allow the 
user to have the proper payment for the print job when they arrived at the service station of 
Tanaka to pick up their print job. 

Regarding claim 9 , which depends from claim 1, the structural elements of apparatus 
claim 1 8 perform all of the method steps of method claim 9. Claim 9 is therefore rejected for the 
same reasons as claim 18. 

11. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
in view of Fritsch. 

Regarding claim 20 , Tanaka teaches a printing agent service system (Fig 1), 
comprising: 

a database (Fig. 2 shows the databases located at the central service center that has 
information on the sites in the system, col. 3 lines 24-30) for storing printing agent printer 
sites (sites 3, Fig. 1); and 

a server (service center 2; col. 3 lines 2-6) for receiving a print request (col. 1 lines 26 
and 62, col. 3 lines 36-45, wherein printing is based on a user request, col. 4 lines 52-57 and 64, 
col. 6 line 47, wherein printed output is generated based on user print request) and location 
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information from a client terminal (col. 4 lines 36-37 and 9-10), and retrieving, from said 
database (col. 4 lines 33-40), the printing agent printer site nearest to the location of said 
client terminal in accordance with said location information (Figs. 1 1 A and 1 IB show the 
closest requested services to a user after it has been determined based on the user location; col. 8 
lines 13-22), 

wherein said server sends said nearest printing agent printer site to said client 
terminal for display (Figs. 1 1 A and 1 IB, col. 8 lines 14-22), and thereafter, receives from 
said client terminal a specified printing agent printer site (col. 8 lines 31-32), and sends 
print information of said print request to a printer at said specified printing agent printer 
site (col. 4 lines 52-57, where a type of service that is used is printing and specifically line 52, 
where the data is sent from the server to the station - also col. 6 lines 48-52). 

While Tanaka teaches logging into the server system (Fig. 6, col. 5 lines 10-17 of 
Tanaka) with user information (registration code and password for example; col. 55 line 57) as 
well as teaching having the user history of the user stored at the server in the database (col. 5 
lines 18-25) including services used in the past (col. 5 line 24), Tanaka does not specifically 
teach that this history information including past used sites/services is sent to the client terminal. 

Fritsch teaches sending past used sites/services to the client terminal for display (Fig. 2A 
& 2B; col. 6 lines 49-61). 

It would have been obvious that the history stored in Tanaka would be useful to the user 
so they could see and access sites they have used before. The motivation for providing such 
history to the user would have been to allow the user to use services they have used before 
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without having to remember how to locate them on the network and allows faster access if the 
user is in a hurry. 

Regarding claim 19 , the structural elements of apparatus claim 20 perform all of the steps 
of method claim 19. Therefore, method claim 19 is rejected for the same reasons stated in the 
rejection of apparatus claim 20. 

Allowable Subject Matter 

12. Claims 17 and 8 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US-6542813, Kovacs, 4-1-2003: teaches a system and method for automatic managing 
geolocation information and associated references for geographic information 
systems. 

US-6643516, Stewart, 1 1-4-2003: teaches a telephone system and method with 
background location response capability, see specifically col. 7 lines 10-20. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lucas Divine whose telephone number is 571-272-7432. The 
examiner can normally be reached on Monday - Friday, 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Lucas Divine 
Examiner 
Art Unit 2624 
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